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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 

1 . Claims 1 to 1 8 are presented for examination. 

Response to Amendment 



2. The rejection of claims 9 to 10 and 18 as being obvious over Jae lee in view of 
Kikuchi is withdrawn . 

3. Applicant's arguments, see remarks page 8, par. 2, filed 8-30-2004, with respect 
to the rejection(s)of claim(s) 1 to 2 and 1 1 to 12 under 35 USC 103(a) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
newly found prior art. 

Claim Rejections - 35 USC §112 

4. Claims 1 to 8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 , recites the limitation "with the at least one test pattern" recited on line 5. 
There is insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1 and 11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Takai et al. (USP 5548399). 

Claims 1 and 11: 

Takai teaches a method and an apparatus for testing an optical receiver 
measuring the bit error rate, the apparatus comprising: optical multiplexors [130-138] 
receiving optical signals generated by an optical signal generator [100] and signals 
received form an optical switching unit [110] (see fig. 5 and col. 4, lines 46 to 50). Takai 
also teaches that the signals outputted form the multiplexors are supplied to a tested 
receiver [7] ("DUT"), (see col. 4, lines 50 to 55). 

Takai further teaches a DC light signal is converted to an optical signal and the 
converted optical signal is provided to the switching device (see col. 4, lines 50 to 60). 
Takai teaches that the converted optical signals are combined ("modulated") with optical 
signals generated (see col. 4, lines 40 to 50). 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 2 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takai et al. in view of Mikkelsen et al. 

As per claims 2 and 12, Takai does not specifically teach the testing apparatus 
and method includes an optical demultiplexer, demultiplexing the received signal; 
however, Mikkelsen in an analogous art teaches an optical wavelength converter 
wherein a demultiplexer receives the signals form a DFB laser and demultiplexes the 
received optical signals (see pg. 133 par. 3). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the testing apparatus of Takai to include 
demultiplexing the signal outputted from the laser as taught by Mikkelsen since 
Mikkelsen, teaches that better performance is achieved by demultiplexing the received 
signals. This modification would have been obvious because a person of ordinary skill 
in the art would have been motivated to employ a method capable of achieving better bit 
error rate performance by utilizing a demultiplexer as taught by Mikkelsen (see pg, 134 
par. 3). 
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Allowable Subject Matter 

9. Claims 3 to 8 and 13 to 1 7 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

10. Claims 9 to 10 and 18 are allowed. 

1 1 . The following is a statement of reasons for the indication of allowable subject 
matter: the instant invention is directed to a bit error rate tester comprising a first optical 
converter for converting a first optical signal at a first data rate and a first electrical 
signal at the same data rate and a second optical converter for converting a second 
optical signal at a second data rate. The prior art made of record teaches testing an 
optical signal utilizing multiple converters for converting optical signals and electrical 
signals; however, the prior art made of record taken alone or in combination fails to 
teach or fairly suggest or render obvious the novel features or the instant invention of 
converting a first signal at a first data rate and converting a second signal at a second 
data rate as claimed in independent claims 9 and 18. Claim 10 is directly dependent on 
claim 9 and is allowed over the prior art made of record. 

Response to Arguments 

12. In response to the arguments concerning the previously rejected claims over 
Mikkelsen in view of Jae Lee, the following comments are made: 
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The remarks on page 8 par. 3, states that Mikkelsen does not disclose a 
multiplexer for multiplexing a plurality of input signals and supplying a plurality of test 
pattern data signals for injection into a device under test. While the examiner agrees 
with applicant's representative that Mikkelsen does not teach the stated limitation of 
supplying a test pattern data signal to a device under test, the examiner would like to 
point out that since a multiplexer is a communication device, which allows two or more 
signals to be communicated over a single channel then the multiplexer of Mikkelsen is 
capable of multiplexing a plurality of input signals. 



Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly. THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shelly A Chase whose telephone number is 703-308- 
7246. The examiner can normally be reached on Mon-Thur from 8:00 am to 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on 703-305-9595. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



